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BRIEF FOR THE COMMISSIONER OF PATENTS. 

This is an appeal by the Commissioner of Patents from the 
supreme court of the District of Columbia in special term 
(bj^ Justice Barnard), granting a petition by the appellee for 
a writ of mandamus directing the Commissioner of Patents 
to register in the Patent Office an alleged label for music 
boxes. 

STATEMENT OF THE CASE. 

On April 5, 1902, the appellee filed in the Patent Office an 
application in due form for the registration of an alleged 
label under section 3 of the act of June 18, 1871 (18 Statutes 
at Large, 78). The alleged label appears on page — of the 
I'ecord. It consists of an ornamental design rectangular in 
outline and including a blank space in the center, oval in 
form, and having the word ‘‘Regina” printed thereon. The 
description accompanjdng that design as a part of the appli¬ 
cation said that it is “a label to be used for music boxes,” 
but the alleged label itself contains no reference to or sug 
gestion of music boxes. The application was forwarded to 
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the examiner of trade-marks and labels, and he refused reg¬ 
istration on the ground that the thing presented is not a 
label. (Page 5, record.) An appeal was taken to the appellant 
as Commissioner of Patents, and he affirmed the action of the 
examiner refusing registration, on the ground that the thing is 
not a label. (Page 6, record.) In that decision it was said 
that the alleged label constituted merely the subject-matter of 
a trade-mark. The appellee then tiled its petition for a man¬ 
damus directing the appellant to to register the alleged label. 
(Page 1, record.) An order to show cause was issued b}" the 
court and the appellant made answer thereto (page 8, rec¬ 
ord), denying that the thing presented is a label, and making 
a part of his answer his decision refusing registration, wherein 
he held that it constituted merely trade-mark subject-matter. 
The appellee then moved for a peremptory writ of mandamus, 
notwithstanding the answer (page 8, record), and after a 
hearing the court rendered an opinion in favor of the appel¬ 
lee (page 10, record) and entered a linal order that the man¬ 
damus issue (page 16, record). The appellant noted an appeal 
in open court and it was allowed. 

The contention of the appellant in the lower court was: 


First. That he is vested with discretion to determine 
whether or not the thing presented is a label, and that it is 
his dutv to refuse to register anvthing which does not come 
within the purview of the label law. 


Second. That he is required by the law to determine 
whether or not the thing presented is merely trade-mark 
subject-matter, and if so to refuse registration. 

Third. That having determined that the picture in the 
present case constitutes merely trade-mark subject-matter, 
his action in refusing registration on that ground is not sub¬ 
ject to review by the court in mandamus proceedings. 


Fourth. That the thing presented in this case is so plainly 
not a label that to register it would be to do a vain thing. 
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and that the Commissioner of Patents should not be required 
to register it even if the law is not regarded as conferring 

discretion on him. 

/ 

ASSIGNMENT OF ERB.OBS. 

The supreme court erred— 

First. In granting the petition for mandamus. 

Second. In holding that it was the ministerial duty of the 
Commissioner of Patents to register the alleged label 
presented. 

Third. In holding that the law vests the Commissioner of 
Patents with no discretion in the matter of the registration 
of alleged prints and labels. 

Fourth. In holding that because the Commissioner of Pat¬ 
ents has decided that a picture called a label in this case pos¬ 
sesses artistic merit, he has exhausted his discretion, and it 
becomes his ministerial duty to register it as a label, although 
it is not in fact a label. 

Fifth. In holding that it is the duty of the Commissioner 
of Patents to register as a label something constituting trade¬ 
mark subject-matter. 

Sixth. In holding that ‘‘ not a trade-mark” in the law “ re¬ 
ferred to the kind of registry made, so as to fix the cost, and 
not to the kind of thing registered.” 

* 

Seventh. In holding that the same picture may be regis¬ 
tered either under the trade-mark law or the label law. 

Eighth. In holding that “ There seems to be no contention 
that the print sought to be registered is the subject-matter of 
a trade-mark.” 

Ninth. In holding that the Patent Office has construed the 
words ‘‘print or label” in the law (act of July 18, 1874) to 
mean label. 
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Tenth. In holding that the Patent Office holds that the 
"•print or label” to be registrable “must be used as a label, 
pasted or glued, or in some other wa}" fastened on the article. 
Not only that, but it must be attached on the outside of the 
envelope and be an index to point out or indicate what is 
inside the package or tell what the article is.” 


Eleventh. In holding that “designed to be used for any 
other articles of manufacture” in the law refers to the intent 
in the mind of the applicant for registration, and not to the 
character of the thing itself. 

o « 


Twelfth. In holding in reference to section 3, act of June 
17, 1874, that “This law in no sense forbids registry to a 
print in the office of the Librarian because it may or nuyy not 
also be used as a label.” 


Thirteenth. In holding that the picture can not be a trade¬ 
mark merely because, it has not been “ used in foreign trade 
or trade with Indian tribes.” 


Fourteenth. In granting the petition for a mandamus to 
register the alleged label, notwithstanding the express ruling • 
made in the same opinion that it is not a label. 

Fifteenth. In holding that the picture presented is a print 
and registrable in the Patent Office under section 3, act of 
June 18, 1874. 


Sixteenth. In holding that the decisions of the supreme 
court of the District of Columbia in general term in U. S. 

rr/, Wilcox & Gibbs Sewing Machine Co. r. Marble, 1 
Mackey, 284, and U S. e.f ?v7. Schumacher & Ettlinger r. 
Marble, 3 Macke\’, 32, were binding upon the court in special 
term, notwithstanding the fact that the rulings therein were 
overruled by the court in general term in the later case of 
U. S. C.C rrL Moodie v. Butter worth, 30 O. G., 97. 









THE LABEL LAW. 


The principal question in this case is whether the Commis¬ 
sioner of Patents is vested with discretion under the law to 
determine whether or not the thing presented is a print or 
label ‘‘designed to be used for any other articles of manu¬ 
facture,” and whether or not it is a trade-mark. He has 
determined in this case that the picture presented is not a 
“print or label,” but is a trade-mark. If he is vested with 
discretion upon this subject, his action is not subject to con¬ 
trol b}^ the court by mandamus, whether the court thinks he 
is right or wrong in his conclusion. 

V 

The statute under which registration is requested is as 
follows: 

“Sec. 3. That in the construction of this act the 
words ‘engraving, cut, and print’ shall be applied only 
to pictorial illustrations or works connected with the 
fine arts, and no prints or labels designed to be used 
for any other articles of manufacture shall be entermed 
under the copyright law, but may be registered in the 
Patent Office. And the Commissioner of Patents is 
hereb}^ charged with the supervision and control of the 
entry or registry of such prints or labels, in conform¬ 
ity with the regulations provided by law as to copy¬ 
right of prints, except that there shall be paid for 
recording the title of anj’^ print or label, not a trade¬ 
mark, six dollars, which shall cover the expense of 
furnishing a copy of the record, under the seal of the 
Commissioner of Patents, to the party entering the 
same.” 

This statute was an amendment to the copyright part of 
the act of July 8 , 1870, relating to patents alid copyrights. 
(16 Statutes at Large, 198.) Section 86 of that act, which 
became section 1952, Revised Statutes, was as follows: 

‘‘Sec. 86. And he it further enacted^ That anj^ citizen 
of the United States, or resident therein, who shall be 
the author, inventor, designer, or proprietor of any 
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book, map, chart, dramatic or musical composition, 
en^ravino-j cut, print, or photograph or negative 
thereof, or of a painting, drawing, chromo, statue, 
statuary, and of models or designs intended to be pei- 
fected as works of the line arts, and his executors, 
administrators, or assigns, shall, upon complying with 
the provisions of this act, have the sole libert}^ of 
printing, reprinting, publishing, completing, copying, 
executing, tinishing, and vending the same; and in the 
case of a dramatic composition, of publicly performing 
or representing it, or causing it to be performed or 
represented by others; and authors may reserve the 
right to dramatize or to translate their own works." 


This section has since been amended b}" omitting the words 
at the beginning, “An}^ citizen of the United States or resi¬ 
dent therein who shall be,-’ and substituting for the last clause 
the words: 




And authors or their assigns shall have exclusive 
right to dramatize or translate anv of their works for 
which copyright shall have been obtained under the 
laws of the United States." 


Section 4958 says that copyrights shall be granted for 
twenty-eight years. 


Section refers to the renewal of the copyright. 

Section 4rb55 refers to the assignment of copyrights. 

Section provides that prior publication will bar the 
right of copyright and states cerUiin conditions necessary to 
the right. 

% 

Section 4957 provides for recording copyrights and fur¬ 
nishing a copy of the record. 

Section 495S is in part as follows: 


^‘Sec. 4958. The Librarian of Congress shall receive 
from the persons to whom the services designated are 
rendered the following fees: 1. For recording the title 
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or description of an}^ copyright book or other article, 
fifty cents. 2. For eveiy copy under seal of such record 
actually given to the person claiming the copj^right or 
his assigns, fifty cents.” 

It will be noted from the above statement that the act of 
Jul}" 18, 1874, divided the things which had been registrable 
b^^ the Librarian of Congress into two classes and transferred 
one of those classes to the jurisdiction of the Commissioner 
of Patents. The Librarian was thereafter to register all 
copyrights except “prints or labels designed to.be used for 
anv other articles of manufacture.” The Commissioner of 

iu 

Patents was “charged with the supervision and control of the 
entiy or registry of such prints or labels.” It was said that 
the label must be “ not a trade-mark,” and the fee for the 
registration and copy was increased from $1 to §6. 

» COMMISSIONER HAS DISCRETION. 

It requires no argument, I am sure, to convince this court 
that Congress intended to make some distinction between the 
things registered b}^ the Librarian and the things registered 
by the Commissioner. The}^ were not to be the same things. 
It was clearly not the intention to merel}^ provide two regis- 
tiT oftices in Washington, at either of which the same things 
could be registered with the same legal effect, and at the 
same time charge a higher fee at one of those offices than at 
the other. That would be an absurdity. The law itself 
leaves no room for question, for it sa 3 ^s that “no prints or 
labels designed to be used for any other articles of manufac¬ 
ture shall be entered under the copyright law.” This pro¬ 
hibition is so clearly expressed that it is difficult to see how 
the court below could in the face thereof make the statement 
that “this law in no sense forbids registry to a print in the 
office of the Librarian, because it may or ma}^ not also be 
used as a label.” It seems evident that the court below has 
entirely misconceived the meaning of the law and recognized 
no distinction bet\veen the things to be registered hy the 
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Librarian and those to be registered in the Patent Office. 
That there is in fact a distinction, 1 submit, is too clear for 
argument. There may be a difference of opinion as to the 
limits of the two classes of artistic production, and as to 
whether a particular device falls under one class or the 
other, but the fact that the law has divided them into two 
classes admits of no dispute. If a particular device belongs 
to one class, it does not belong to the other, and it can not 
properly be registered b}" the officer having charge only of 
that other class. 


I do not mean to say that an artistic picture which is prop- 
erh" registnible by the Librarian may not be used with other 
things to form a ‘"print or label-’ registrable in the Patent 
Office, but I do mean to say*that the same identical picture 
can not at one and the same time be both "‘an engraving, cut, 
or print" registrable by the Librarian, and a ""print or lal)eP' 
registrable in the Patent Office. 


In determining the duties of the Commissioner and Libra¬ 
rian under the law, it is important to inquire. What was the 
purpose had in mind and the end aimed at by Congress in 
dividing the artistic productions into two classes and provid¬ 
ing tor registration at different places and at different fees? 


The}^ were all registered hy the Librarian prior to June 18. 
187J, and the transfer of a part to the Commissioner of 
Patents at that time must have been with some purpose. It 
surelv could not have been that the division was made for 
mere convenience, for in so far as the clerical work is con¬ 
cerned it would have been more convenient to register them 
all in one office. Then, if it was a mere division of labor, the 
fee would not have been made higher in one place than in the 
other. 


The division was clearly made on account of the subject- 
matter of the things registered, and one class was transferred 
to the Commissioner of Patents not merelv so that he should 
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assist the Librarian'in doing the clerical work of registering 
copyrights, but so that he should have charge of copyrights 
relating to a particular subject-matter. That subject-matter 
consisted of prints or labels used in trade or, as expressed in 
the law, ‘‘used for any other articles of manufacture.” 

Why was this particular class transferred to him? 

Evidently because he already had charge of registering 
trade-marks. Both relate to trade in a certain sense. The 
analogy between them, however, furnishes no reason for, or 
explanation of, the transfer, if he was merely to do the cler¬ 
ical and purely ministerial work of registering what was pre¬ 
sented and called a print or label. The Librarian could do 
that as well, and no possible object is apparent in having the 
Commissioner of Patents do it and in charging a higher fee 
for it. The other duties performed by the Commissioner of 
Patents are judicial. He decides whether applicants are en¬ 
titled to patents and exercises his discretion in determining 
whether alleged trade-marks presented are entitled to regis¬ 
tration. (United States ex rel, the State of South Carolina v, 
John S. Seymour, Commissioner of Patents, 66 O. G., 1167 
C. D., 1891, 171, 153, U. S.,*353; United States ex rel. Bron¬ 
son Compan}^ Duell, Commissioner of Patents, 95 0. G., 
229, 17 App. Cases, 171.) 

It is submitted that there can be no possible doubt that he 
was given charge of prints and labels because he was the offi¬ 
cer of the Government who could best pass upon their subject- 
matter, and that the law means that he shall pass upon the 
subject-matter. He could best say whether or not the thing 
presented was a trade-mark and whether it related to trade 
or, as expressed in the law, was “to be used for any other 
articles of manufacture.” 

If he was not to determine these things, no reason whatever 
for the transfer is seen, and therefore the presumption is 
that he was to determine them. The increase in the fee from 
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§1 to §() has strong evidential force in the same direction. 
It must have been made in view of some increased work, 
and that could only be the work of passing upon the ques¬ 
tion of the applicant's right to registration. The clerical 
work of registration remained the same. 

The purpose of Congress is made still more plain by the 
provision in the law that the '’prints or labels" registered in 
the Patent Office shall be '‘not a trade-mark.'’ This, it is 
submitted, shows beyond question what is the meaning of the 
law. The Commissioner was re(|uired under the trade-mark 
law to determine what was and what was not a trade-mark, 
and when it is remembered that when the provision was first 
inserted in the label law that it should be not a trade-mark," 
the Commissioner of Patents was given control of the regis¬ 
tration, only one conclusion is admissible. 

The conditions of the transfer and the surrounding circum¬ 
stances all indicate that the Commissioner was to consider the 
subject-matter presented for registration and exercise his dis¬ 
cretion. If, therefore, the wording of the law admits of that 
construction, it is the one that must be adopted, for it is the 
duty of the courts, as far as possible, to give ettect to the 
intent of the lawmakers. 


The law clearlv admits of this construction, as shown bv a 
comparison with the old law defining the duties of the Libra¬ 
rian. The wording of the old law was not followed in the 
new, but was made radically different. 

The old law was as follows: 


'‘Section 4948. All records and other things relat¬ 
ing to copyrights and required by law to ])e preserved 
shall be under the control of the Librarian of Congress 
and kept and preserved in the Library of Congress, 
and the Librarian of Congress shall have the immediate 
care and supervision thereof and, under the supervision 
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of the Joint Committee of Congress on the Library, 
shall perform all acts and duties required by law touch¬ 
ing copyrights.” 

This placed the books and records in charge of the Libra¬ 
rian and provided that under certain supervision he ‘^shall 
perform all acts and duties required by law touching copy¬ 
rights.” 

The new law (section 8 , act of June 18, 1874) charged the 
Commissioner of Patentswith the supervision and control 
of the entrv or registrj^ of such prints or labels.” The words 
‘‘supervision” and “control,” referring to the entry or regis¬ 
try itself, may undoubtedly mean that the Commissioner is to 
exercise his discretion, particular! 3 ^ where the same section 
prohil)its the registry of a certain class of devices, namel 3 -, 
trade-marks. 

ALL COMMISSIONERS HAVE ASSUMED DISCRETION. 

Another thing entitled to weight in construing the law, if 
it is regarded as admitting two constructions, is the view of 
the executive branch of the Government having charge of the 
subject at the time. As is well known to this court, a law 
relating to the work of one of the Executive Departments is 
not passed hy Congress without consulting the head of that 
Department. He of all people is most apt to know the pur¬ 
pose and meaning of the law, whether he recommends it or 
not. He naturalh" takes an interest in it, since it is his duty 
to construe and apph’^ it, and his official utterances at the time 
are entitled to great weight. 

As said b}^ the Supreme Court of the United States in Bate 
Refrigerating Company Sulzberger (157 U. S., 1 ; 70 O. G., 
1633): 

“ What was the interpretation placed upon the act of 
1870 1 ) 3 ^ the executive l)ranch of the Government? 

“The objects and scope of that act were considered 
by Mr. Fisher, the Commissioner of Patents, in several 
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cases within a few months after the passage of the act 
of 1S7U. The decisions of the Commissioner derive 
some importance from the fact that they were rendered 
^ while the changes made by the act of 1870 were fresh 
in the minds of those who, like himself, took special 
interest in legislation affecting patent rights. 

* * * If the statute be not so explicit as to 
preclude construction; if upon appl^dng to it the estab¬ 
lished rules of interpretation; if looking at it in the 
light of previous legislation on the subject; if there be 
reasonable ground for adopting one of two construc¬ 
tions, this court, without departing from sound prin¬ 
ciple, may w^ell adopt that construction which is in 
harmony with the settled practice of the executive 
branch of*the Government.” 

The act of June 18, 1874, became effective August 1, 1874, 
and a decision was rendered bv the Commissioner of Patents, 
upon the iirst case brought before him under the law% on 
November 16,1874. That was the case of Alexius Godillot 
(C. D., 1S74, 120), decided by Commissioner Spear. The 
viewTs there expressed show beyond question that the law' was 
regarded as conferring discretion upon the Commissioner of 
Patents. In that case Commissioner Spear refused to register 
an alleged label, and said: 

"‘Section 3 of the act of June 18, 1874, recognizes 
the propriety of registering labels, and transfers the 
registry or entry of such prints or labels to the super¬ 
vision and control of the Commissioner of Patents. 

“The regulations provided by law' for the copyright 
of prints remain in force in regard to these labels, and 
to these are added the provision of a charge of 86, to 
cover the expenses of copy and record, and .the fur¬ 
ther condition that the print or label shall not be a 
trade-mark. So far as the action of the office is con¬ 
cerned in passing upon these cases, its inquiry appears, 
therefore, to extend properly no farther than the fact 
that the print be truly a label and not such subject- 
matter as might be registered as a trade-mark. If the 
print be truly a label, or, according to the definition 
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given by Webster,* ‘a narrow slip of silk, paper, parch¬ 
ment, etc., affixed to anj^thing denoting its contents, 
ownership, and the like,’ then the duty of the oflSce 
is plain. If, however, the applicant goes farther and 
adds to the print arbitrarily chosen figures, words, 
- letters, symbols, which would make it a proper subject 
for registration as a trade-mark, then the thing pre¬ 
sented appears to me to be clearly and absolutely 
excluded, by the terms of the law from registration as 
a label. 

* * * * * 

‘‘The law prescribes what sort of protection shall be 
given to certain well-defined subject-matter, and by 
this the Commissioner must be guided. In this case it 
appears plain to me that the law contemplates, not a 
new sort of protection for trade-marks, nor a change 
in the mode of application for registration of such 
trade-marks, either by dispensing with the oath or 
reduction of the fee, but protection for prints descrip¬ 
tive of the contents of the bottle or package, which 
prints might have an appearance and character pecu¬ 
liar to themselves, and with which the public might 
become familiar and.able easih^ to recognize, and which 
still could not be registered as trade-marks. It is not 
to take the place of registration of trade-marks, but to 
supplement such registration.” 

This decision coming only three months after the law became 
effective is entitled to great weight. General Spear there 
exercised his discretion and refused to register the alleged 
label, and stated unequivocally that it was the duty of the 
(Commissioner to refuse to register as a label the subject- 
matter for a trade-mark. He said that trade-mark subject- 
matter “appears to me to be clearly and absolutely excluded 
bv the terms of the law from registration as a label.” 

In the next published case, decided August 5, 1875, Ex 
Orcutt & Son (C. D., 1875, 102), Commissioner Spear 

said: 

“In the present instance the slip of paper indicates 
the contents of the bottle or package to which it is to 
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oe applied, the purpose of the contents, the price, the 
manufacturers, and place of manufacture. The rest 
is merely incidental, and it would be martifestly a hard¬ 
ship to refuse registration of what is so plainly a label 
by reason of some added ornamentation.” 

In the case of Kc j)arte. Schumachei and Ettlinger (C. D., 
1876, 75), decided March 9, 1870, he considered an applica¬ 
tion for registration, and decided that the thing* presented 
was a label and was entitled to registration. In Ex parte 
Park (12 O. (t., 2; C. D., 1877, 45) he refused registration of 
an alleged label. 

In all cases decided by him he exercised his discretion and 
determined whether or not the thing presented was a label 
registrable under the law, and therefore there can be no 
question as to his understanding of the law. 

Acting Commissioner Doolittle viewed the matter in the 
same way, as shown by his decision in W. Simpson & Sons 
(10 0. (t., 383; C. D., 1876, 148). So did Commissioner 
Paine in Ex parte Thaddeus Davids & Co. (15 O. G., 94; 
C. D., 1879, 107), and Commissioner Marble in Ex parte 
Schumacher and Ettlinger (22 O. G., 1291; C. D., 1882. 15). 

In fact all Commissioners have regarded the law as con¬ 
ferring discretion upon them in registering labels. The law 
is certainly capable of that construction, and, as said b}" the 
Supreme Court, in such case the construction by the execu¬ 
tive branch of the Government should be followed. 

Notwithstanding the clear intent of the law and the changed 
wording consistent with that intent, and notwithstanding the 
uniform views of the Commissioners of Patents for the past 
thirty years, the court below has announced the conclusion 
that the Commisioner has no discretion in the matter. 

MOODIE V. BUTTERWORTH. 

The court bases its ruling principall}’ upon the decisions of 
the supreme court of the District of Columbia in general 






15 


term in The United States ex rel. The Wilcox &> Gibbs 
Sewing* Machine Co. Marble, 1 Mackey, 284, decided 
November 30, 1881, and the United States ex rel. Theodore 
Schumacher and Louis Ettlinger v. Marble, 3 Mackey, 32, 
decided December 13, 1882. 

In the first of these cases the court said that the word 
‘'control” in the law “did not include any discretion to 
determine whether a particular label should be classed as a 
trade-mark or as a label only,” and also that— 

“ When an applicant for registry complies with all 
the requirements of the lawful regulations as the relator 
appears to have done the function of the Commissioner 
is merelv ministerial.” 

In the later case the court said: 

“ With the character of the device the Commissioner 
is not at all concerned. His function is as purely min¬ 
isterial as it is capable of being.” 

The ruling in these cases was clearly and unmistakably 
overruled by the same court in the later case of The United 
States ex rel. Moodie Butterworth. (Minutes of the court 
in general term, vol. 5, p. 136.) See notice by Commissioner 
of Patents, 30 O. G., 97. 

The lower court in the present case says that this case did 
not overrule the prior cases, apparently because no written 
opinion was filed. This ignores the conclusion of the court 
shown bv the final order in the Moodie case that the man- 
damns should not issue. That order never could have been 
entered, unless the court had changed its opinion as to the 
duties of the Commissioner. If he had no discretion to refuse 
to register an alleged label when application therefor was 
made in proper form, the court could not have dismissed the 
petition for mandamus as it did. As stated by Justice Barn¬ 
ard in this case, the only reason given by Commissioner 
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Biitterworth for refusing to register Moodie’s alleged label 
was: 

u * * * label for which registration was 

sought contained the characteristics of a trade-mark, 
and was not a label as defined bv the laws and rules 
pertaining to the Patent Office.” 

All other facts were admitted, and therefore the case is par¬ 
allel to the present case. The order of the court can onl}^ 
mean that tbe Commissioner has authority of law for passing 
upon those questions. 

The court below sa 3 "s there is no evidence that an opinion 
was announced, either oral or written; but I submit that the 
entiT of the final order is not merel}" evidence, but is conclu¬ 
sive that an opinion was announced. 

Commissioner Butterwoi’th published a notice in the Offi¬ 
cial Gazette, dated December 24, 1884 (30 O. G., 07), that- 
after full argument on both sides ‘‘the court in an oral opin¬ 
ion sustained the decision of the Commissioner.” It was 
further said: 

“ “ * * the point being that the law devolved 

« upon the Patent Office, the diit}" of determining in each 
instance whether that which was sought to be registered 
as a label was in fact a label or onl}- subject-matter for 
a trade-mark.’’ 

This official notice was accepted as correct at the time and 
has not been questioned up to the present time, a period of 
nearlv twentv vears. 

The court below savs the Moodie label “ was one without 

«<■ 

any merit as a composition, either pictorially or otherwise.” 
No one else made such ruling and I submit that it is incorrect, 
as an inspection of the label will show. Its lack of artistic 
merit is certainlv not so clear as to admit of no dispute. T 
submit that it has artistic merit, and it is veiy clear from the 
record of the case that there was no contention bv Commis- 
sioner Biitterworth that it was lacking in that respect. 
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Having assumed this premise, the court below sa 3 ^s: 

‘‘This may have been the ground upon which the 
court dismissed the petition for mandamus.” 

Why search for such remote and barel}^ conceivable reasons, 
when no such reasons were raised in the record, and where 
the issue was clearlv and sharph^ drawn upon another reason 
and that alone? This, too, in the face of the official announce¬ 
ment bv Commissioner Butterworth at the time as to the 
reason acquiesced in for the past twent}^ 3 "ears. 

Even if that was the reason for the decision, did it not 
require an exercise of discretion to pass upon it ? How could 
it be determined that it was not an artistic or intellectual 
production without judiciallv passing upon the question? 
There is no more, if as much, authorit}^ in the law for pass¬ 
ing upon that question than the question whether it is a trade¬ 
mark. 

The real reasons for refusing registration in the Moodie 
case and the reasons for holding that the Commissioner is 
vested with discretion are clearl}" set forth by Commissioner 
Butterworth in an able and well-considered opinion. JE'x 
ixirte Moodie, 28 O. G., 1271. 

I submit that the earh" cases reported in 1 and 3 Mackey 

have had no force as precedents since the decision in the 

\ 

Moodie case, and that the lower court was in error in consid¬ 
ering those cases binding upon it. 

I submit, further, that the Commissioner is vested with 
discretion to determine whether or not anvthing presented 
for registration is in fact a print or label “designed for any 
other articles of manufacture,” or is a trade-mark. 

“NOT A TRADE-MARK.” 

The court below savs that the words “ not a trade-mark ” in 
the law mean merel37^ that the applicant is not obtaining 
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trade-mark registration, but is obtaining label registration. 
Since the law is a label law clearly and uninistakablv, it would 
seem that it should be sufficient notice to those apphdng un¬ 
der it that they are registering under it and not under some 
other law. 


I submit that it is obvious that Congress did not intend to say 
in effect “this is not a trade-mark law.’’ The positive clauses 
of the law show what it is, and it is not the practice of Con¬ 
gress to deffne the character of its laws by ain" such process 
of elimination. A criminal law, for instance, will not state 
that it does not relate to real estate. It would be just as rea¬ 
sonable for a person drawing up a deed of sale of real estate 
to say irrelevantly in the middle of it “ this is not 1113 " last 
will and testament relating to my personal propert 3 ^” 

It is to be noted that the law does not say “ not registered 
as a trade-mark" or “ not as a trade-mark," as it undoubtedly 
would have done if the intention had been that suggested by 
the lower court, but says “not a trade-mark." 

The words “ print or label, not a trade-mark,” I submit, 
unquestionably have reference to the subject-matter—to the 
thhujx to be registered under the law. 

The views of the lower court on this ([uestion seem to have 
been due, in part at least, to a misunderstanding as to the 
character of a trade-mark and the effect of its registration. 

The court sa^’s that the same thing maj" l)e registered both 
as a trade-mark and as a label, and that different protection 
is afforded by the two registrations, as follows: 

‘"The one registration protects the goods them¬ 
selves; the other protects onl}" the print, picture, or 





19 


It is said further: 


‘‘The owner of the trade-mark has a supposed mo¬ 
nopoly in the sale of the particular goods for which it 
stands, and the owner of the print or -label has a sup¬ 
posed monopoly in the sale of such print or label.” 

If trade-marks give a monopoly of the goods upon which 
they are used, they would be resorted to in place of patents. 
This court well knows that they give no such protection. 
Identically the same goods may be sold by different parties 
under different trade-marks, or under no mark at all. The 
trade-mark right is merely the exclusive right to use a partic¬ 
ular arbitrary mark or pictui'e upon a particular class of 
goods. It is like a combination claim in a patent—the class 
of goods and the mark. Omit or change either, and there is 
no infringement. 


If an arbitrary mark or picture is registrable as a label for 
a particular class of goods, as held by the court in this case, 
does it not give the same protection as a trade-mark ? It gives 
the- exclusive right to use it for those goods, and that is every¬ 
thing that the trade-mark does. Is this, then, not giving 
trade-mark protection at a fee of $6, which the court admits 
was prohibited b}^ law? Whether it is called trade-mark 
registration or label registration, the substance and effect are 
the same. 


Suppose, if possible, two parties registered the same picture 
for the same goods, such as music boxes, one being label regis¬ 
tration and the other trade-mark registration. Each would 
have the right to stop the other, and therefore the rights are 
in direct conflict. They most certainly are not independent 
rights, as held by the lower court. 

According to the decision of the court in Schumacher v. 
Marble (3 Mackey, 32), adopted by the lower court in this 
case, the protection furnished in the two cases is identical. 
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The riefhts in neither case extend beyond those of the other. 
The court in general term said as to label registration: 

•'It is not protected as a trade-mark ?wr as a copy¬ 
right. The public at large may use and enjoj^ it but 
(jua label it is restricted to the use of the party who 
has registered it for that purpose and no other.” 

In other words, he is protected only in the use of the pic¬ 
ture in connection with the goods. Others may use it for 
other purposes. That is pureh^ and simply a trade-mark 
right. 

It is belieyed that under this yiew the label law is uncon¬ 
stitutional because a regulation of trade not with foreign 
nations and the Indian tril)es (Trade-Mark cases, 100 U. S., 
82), but at the same time it is the only yiew that will in 
any sense justify the holding that an arbitrary picture is a 
“print or label designed to be used for any other article of 
manufacture.” According to the court, it is for the article 
because and so long as it is used with it and in that sense 
eyery trade-mark is a print or label for the article upon 
Tvhich it is used. Registering a picture as ‘‘a label.Ar music 
boxes" is registering a trade-mark for music boxes if the 
subject-matter of the picture is arbitrary and therefore trade¬ 
mark subject-matter. 

THE ALLE(IEI) LABEL 18 A TRADE-MARK. 

The court below says: “There seems to be no contention 

•' 

that the print sought to be registered is the subject-matter of 
a trade-mark.” 

This is a mistake of fact abundantly shown by the record. 

•> 

This mistake shows that the court entirely misunderstood the 
entire contention on behalf of the appellant. 

The answer of the appellant to the order to show cause sets 
forth that the picture is the subject-matter of a trade-mark, 
and that statement was made oyer and oyer again in argu- 
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ment before the court, and a supplemental brief was filed on 
both sides relating to it. 

In his decision, dated July 3, 1902, and made a part of the 
answer in this case, the Commissioner of Patents said: 

‘‘It is merely an arbitrary ornamental design, hav¬ 
ing the word ‘Regina’ thereon, and might very 
appropriate!}^ be used as a trade-mark for various 
'articles.” 

In the main brief below it was said, among other things of 
like character: 

“The design being arbitrary has the attributes of a 
trade-mark * * and for that very reason lacks 
the attributes of a label.” 

The supplemental brief below said: 

“It is because the design as a whole is arbitrary and, 
therefore, trade-mark subject-matter that the registra¬ 
tion has been refused.” and ended with the statement 

✓ 

that— 

“The trouble is that it is a trade-mark and should be 
registered as a trade-mark.” 

It is very discouraging to have a contention so repeatedly 
and earnestly urged brushed aside with the statement that no 
such contention was made. 

The court below not onlv disregarded the direct statements 
that the thing constitutes trade-mark subject-matter, but mis¬ 
understood entirely the line of reasoning by which it was 
attempted to show that fact. This seems to have been due to 
a misconception of what constitutes a trade-mark—what the 
words mean. 

A trade-mark is, as above said, an arbitrary name, symbol, 
or picture associated in trade with a particular class of goods. 
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Hay & Todd Mfg. Co. v. Querns Bros., 86 O. G., 1323. As 
said in Browne on Trade-Marks, Chapter III, section 87: 

“It may be any symbol or emblem, howeyer un- 

ft. C' 

meaning in itself, as a cross, a bird, a quadruped, a 
castle, a star, a comet, a sun; or it may, and frequently 
does, consist of a combination of yarious objects, copied 
from nature, art, or fancy; and if such symbol or em- 
blem comes b}’ use to be recognized in trade as the 
mark of the goods of a particular person, no other 
trader has a right to affix it to goods of a similar 
description. It may be adhesiye or nonadhesiye. It 
may be put inside of the article or on the outside. 
It may be written, printed, stamped, painted, sten¬ 
cilled, l)randed, or otherwise, and either on the article 
itself or on its case, coyering, enyelo])e. or wrapper.” 

It is not necessary that the mark be attached to the goods 
in order to constitute a trade-mark and give the owner the 
right to protection in the use of the i)icture or mark with the 
goods. Hay Todd Mfg. Co. r. Querns Bros.*, 86 0. G., 
1323. 


Where a particular arbitral'}' symbol or picture is used for 
a particular class of goods, purchasers come to l)elieye that 
when they purchase goods of that class with that picture, the 
goods originated from the same place as precious goods 
bought by tlumi haying the picture. In other words, the 
symbol or picture means to purchasers that the goods haye 
the same origin or ownership. Whateyer reputation the 
goods get for quality is associated by the purchasing public 
with the sym])ol or picture, and therefore the right to asso¬ 
ciate that picture with goods of that class is a yalualde prop¬ 
erty right of the person to so use it iirst. This right is a 
common-law' right, recognized long before any law for the 
registration of trade-marks. As said in the Trade-Mark 
cases, loo U. S., 82: 


“The right to adopt and use a symbol or a deyice to 
distinguish the goods or property made or sold by 









the person whose mark it is, to the exclusion of use by 
all other persons, has been long recognized by the 
common law and the chancery courts of England and 
of this countiy, and b}^ the statutes of some of the 
States. It is a property right for the violation of 
which damages ma}^ be recovered in an action at law, 
and the continued violation of it w.ill be enjoined hj a 
court of equity, with compensation for past infringe¬ 
ment. This exclusive right was not created by the act 
of Congress, and does not now depend upon it for its 
enforcement. The whole system of trade-mark prop¬ 
erty and the civil remedies for its protection existed 
long anterior to that act, and have remained in full 
force since its passage.” 

The right is still enforceable in this country without regard 
to the registration law. Unregistered trade-marks are just 
as valid as those that are registered. As said in section 10 of 
the trade-mark act of 1881 (21 Stat., 502): 

“ Nothing in this act shall prevent, lessen, impeach, 
or avoid an}^ remedy at law or in equity which any 
part}" aggrieved by any wrongful use of any trade¬ 
mark might have had if the provisions of this act had 
not been passed.” See also section 11. 

The trade-mark law merely provided for the registration 
of a particular clccf^s of trade-marks—those used in commerce 
with foreign nations or the Indian tribes. It gave the right 
in those cases to sue in the United States courts. It did not 
make the trade-marks or take away the character of' trade¬ 
marks from those marks which happened to be used only 
within the United States. 

The Supreme Court had said that Congress had no right to 
regulate trade-marks in general (Trade-Mark cases, 100 U. S., 
82), and it was for that reason that the present trade-mark 
law was limited to a particular class. 

An arbitrary symbol or picture used upon goods is a trade¬ 
mark, whether those goods are sold in the United States alone 
or abroad. 
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It appears from the opinion of the court below that it was 
the intention of Cong-ress to permit the registration as labels 
of trade-marks which were not used in commerce with foreign 
nations or the Indian tribes. In other words, to register just 
what the Supreme Court said it had no right to register. 

The court below savs: 

‘*It does not appear that it is to .be used in foreign 
trade or trade with Indian tribes, so that it could be a 
trade-mark and entitled to registry as such." 

A trade-mark did not have to be used in trade with foreign 
nations or Indian tribes to be registrable under the trade-mark 
law in force at the time of the passage of the label law, and, 
therefore, clearly Cono’ress did not mean any such limitation 
to be attached to the words “ not a trade-mark." The trade¬ 
mark act of ISTo then in force was, it is true, later declared 
invalid, but it shows that in the label law Congress did not 
mean by ‘‘trade-mark" one used in commerce with foreign 
nations. It meant trade-mark subject-matter. 

Trade-mark subject-matter consists of a symbol or picture 
which, when applied to the class of goods upon which it is to 
be used, is arbitrary or fanciful and not descriptive. If it is 
descriptive, it can not be a trade-mark. (Canal Company r. 
Clark, Wall., 311: Brown Chemical Company v. Mver, 139 
U. S., o40; (.k)luml)ia Mill Ct)mpany r. Alcorn, 150 U. S., 
Idn.) If it is an arbitrary symbol or picture and is applied 
to a class of merchandise, it is a trade-mark without regard 
to what the owner may choose to call it. He can not use it 
for his goods without ac(]uiring a ti*ade-mark right in it, 
whether he intends to or not. Registering it for a particular 
class of goods is registering a trade-mark for that class of 

o o o 

goods. 

« 

It is for this reason that so much stress has been laid in this 
case uj)on the fact that the picture presented is arbitrary and 
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fanciful as applied to music boxes and is not descriptive* 
This is what makes it a trade-mark for music boxes and takes 
it out of the class of labels for music boxes. The court be¬ 
low seems to have entirely misunderstood this contention and 
to have thought that the Patent Office had devised a new 
ground for rejecting labels. 

The picture presented in the present case is undoubtedly 
arbitral’}^ and fanciful, and in no way describes music boxes, 
and therefore it, beyond question, constitutes proper subject- 
matter for a trade-mark for music boxes. If it is used for 

• I 

music boxes, it is a trade-mark pure and simple, and the 
appellee can not sa}^ in this proceeding’ that it is not to be so 
used, for he sa 3 \s in his application that it is. He says that it 
is a lahel for music boxes, but he can not change its character 
b}’ giving it a different name. His statement of his conclu¬ 
sion of law as to what it is when used upon music boxes is 
surely not conclusive. 

But it ma}" be said that it has not j^et been used as a trade¬ 
mark on music boxes, and is therefore not yet a trade-mark. 

By ‘‘ not a trade-mark” in the law Congress did not mean 
something which had been used as a trade-mark, for such 
things had already" been barred from registration by section 
4956, Revised Statutes, of the prior law, which provided that 
it should not have been published before registration. The 
limitation “not a trade-mark” was, therefore, meaningless 
unless it referred to the subject-matter. It is submitted that 
the meaning was that a part}^ was not to protect his trade¬ 
mark under the pretense of registering a label. This could 
be done by registering before use as well as afterwards, if the 
law permitted it. In fact most foreign laws require registra¬ 
tion of trade-marks before use. 

It is submitted that it was not the intention of Congress ta 
permit the registration of trade-marks at a fee of $6, and 







to' permit that registration before use instead of afterwards. 
Charge $6 before use and §25 afterwards. It was not a new 
kind of registration for trade-marks that Congress provided 
for. 


The appellee said in its application that it intended to use 
its picture as a This meant and could on\y mean that 

it was to be placed on or attached to music boxes, for the ap¬ 
plication was tiled under and with full knowledge of the print 
and label rules, which sav that a label is borne by and that a 
print is not borne by the article to which it relates. Whether 
or not, therefore, there is any real distinction between label 
and print, the rules may be looked to to inform us what the 
language used ])y the applicant for registration means. 

According to its statement, it will use its arlntrary picture 
upon its music boxes, and when so used it is purely and 
simply a trade-mark. 

In the brief below it was said: 


‘*Its entry as a label was desired on account of the 
distinction made by the detinition of the Patent Office 
that a label is affixed directly to the article, while a 
print is to bo used in some other connection with it.’- 

Here is the express admission that it is to be used just as 
any trade-mark is used—that is, affixed to the goods. In fact 
it admittedly includes a word that is and has been used and 
registered as a tnule-mark for music l)oxes, namely, Regina. 


The court below ignores all of this and sa^^s that the appli¬ 
cant has made a mistake and misnamed his picture. It admits 
that the picture is not a label, but says it is a print which nia}- 
be sold or given away with musi(‘ boxes. 


In its supplemental brief below the appellee, ignoring its 
statements that its picture is to l)e attached to its music 
boxes, says that it u'OffJd not be a trade-mark if it was not 
associated with the music boxes in trade. It sa^’s that a print 
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which is not, under the Patent Office rules, borne by the arti¬ 
cle can not be a trade-mark, however arbitrary it may be. It 
inconsistently urges this as a reason wh}^ its alleged print or 
label should be registered. It says that ‘‘not a trade-mark” 
can have no application to prints. 

Ignoring for the present the statement that the picture is 
to be used on music boxes, the fallac}^ of this contention is 
obvious. If the picture is arbitraiy and does not itself indi¬ 
cate or suggest music boxes and is not associated with music 
boxes in trade, what possible connection with music boxes 
has it? 


Is it “designed to be used for another article of manu- 
facture” (music box) if it does not suggest that article and is 
not intended to be associated with it in trade? 


In such case is it either a print or label for music boxes? 
If seen in a street car or aiy where else disassociated with 
music boxes, it is pure!}" and simply" an arbitraiy picture 
which may please the taste, but which has no connection with 
music boxes. No one seeing it would have anv idea it was 
for music boxes. If associated with music boxes in trade, it 
is a trade-mark. An arbitraiy picture is, therefore, either a 
trade-mark for music boxes because of its association in trade 
with them, or it has no connection whatever with music 
boxes. In either case it is not registrable as a “print or 
label designed to be used for” music boxes. 


In the present case, however, the appellee admits that its 
picture is to be used upon music boxes. It is, therefore, a 
trade-mark. 

PRINT OR LABEL? 


Notwithstanding the fact that the appellee presented the 
picture in this case to the Patent Office, calling it a label, say¬ 
ing it intended to use it as a label, and asking that it be reg¬ 
istered as a label, the court below sa 3 ’s this is an immaterial 
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raij^nomer and that it i.s in reality a print and should be so 
registered. In fact, it says in effect that b}" prints or 
labels " Congress meant only prints. 

Upon this question the court below has entireU misunder¬ 
stood the position of the Patent Office, and it is believed that 
it was because of this misunderstanding that it reached the 
conclusion that the Patent Office is denying tbe protection of 
registration to meritorious marks of art. It said: 

•‘The colifiision which has grown up in the histoiy 
of this matter in the Patent Office may have arisen 
largely from the detinition giA’en to the words ‘i)rint 
or label.' It has been claimed that the words 'print or 
lal)er meant onh" label; that is, the words were S 3 U 1 - 
oiuunous and meant and not because it was 

supposed that in order to be registered as an ‘ engrav¬ 
ing, cut, or print' designed to be lused for an^^ article 
of manufacture other than pictorial illustmtions or 
works connected with the tine arts, it must ])e used as a 
label, pasted or glued or in some other wa\^ fastened on 
the article. Not only that, but it must be attached on 
the outside of the envelope, and be an index to point 
out or indicate what is inside the package or tell what 
the article is. Such a construction would necessaril}^ 
exclude an artistic wrapper, which was designed to 
wrap various articles in; or packages to be used in 
connection with articles sold for the purpose of orna¬ 
mentation, and therebv' to increase their sale; or prints 
to be used in any form of advertisement of manufac¬ 
tured articles, other than that of the label." 

This statement contains many errors of fact. The Patent 
Office does not regard print or label'* as meaning onlv" 
label, as shown conclusively bv rules 80 and 81, quoted later 
on in the opinion of the court. 

It does require that it be ‘‘pasted or glued or in some 
other way fastened on the article," nor does it require that 
it ‘‘be attached on the outside of the envelope." 
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Instead of construing “print or label” as being one and the 
same thing, as does the court, the Patent Office describes 
them separatel}^ under succeeding rules (30 and 31), and points 
out clearl}^ what it regards as the distinction to be drawn 
between them. The two together, however, include all prints 
and labels which in an}- wa}^ advertise articles of manufacture 
or merchandise. 

As to prints, it is said: 

r 

“30. The word ‘print’ * * * ig defined as an 

artistic and intellectual production designed to be used 
for an article of manufacture, and in some fashion per¬ 
taining thereto but not borne b}" it; such, for instance, 
as an advertisement thereof.” 

This' includes advertising devices not attached to the article 
of manufacture, and Rule 31, defining labels, includes those 
that are attached. It registers any artistic “engraving, cut, 
or print,” or label, which pertains to any other article of 
manufacture. 

• The court below admits that under the law “the character 
of the print or label must have some reference to the manu¬ 
factured article.” What reference to a manufactured article 
does an arbitrary and fanciful picture have? 

The court below says “it may be sold with.it (music box) 
or with other musical instruments as a souvenir or advertise¬ 
ment.” 

It may be a souvenir, but it is not an advertisement, any 
more than would be a box pf soap, a cut-glass dish, or a book 
sold or given away with each music box. The purpose of the 
label law is clearl}" not to register anything which can be sold 
or given aw^ay with another article of manufacture, but only 
prints or labels “designed to be used for another article of 
manufacture.” 
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A photograph of the President might be given away with 
each luiivsie box. Would that make the President's photo¬ 
graph a label for music boxes ^ Clearly not. It is still 
simply and solely a photograph. As a photograph it is a 
work of art entitling the producer to copjnight protection. 
(Sec. 8<). act 1870.) 


But whether sold or given away alone or with music boxes ‘ 
or with anj’thing else, it is still solely and simph: a work of 
art, having no relation to anything else. Copvright protec¬ 
tion upon it gives the owner the exclusive right to reproduce 
and deal in the photograph and to do with it as he pleases, 
and it is submitted that this is true of registration in the 
Patent Office, if valid, as well as of registration with the 
Librarian. There is no difference in the character or extent 
of the protection furnished by the two registrations. The 
difference is in the character of the things to. be registered. 

The court below, in 3 Mackev, 3:2, realized that there was 
necessarilv a difference of vsoine kind between registration in 
the Patent Office and registration with the Librarian, other¬ 
wise there is no explanation for the existence of the law. 
Having ruled that there is no difference in the subject-matter 
of the things registered, it explained the existence of the law 
by saying that it gav^e a different kind of protection—protec¬ 
tion for the use of the picture with other articles in trade. 
By this construction, however, it places the label law in the 
class of trade laws which are unconstitutional (Trade-Mark 
cases). It would regulate trade only and would regulate it 
within the United States and within a single State. Congress 
has no such authoritv. 


Why not adopt a construction which would make the law 
valid when it is clearly capable of it? 

I submit that the purpose and meaning of the law is not to 
encourge the use of works of art in one way or another, but 
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to encourage the production of artistic devices in whatever 
way they are to be used. If from their character they have 
a relation to trade, they are to be registered in the Patent 
Office; if not, they are to be registered with the Librarian. 

The character of the thing itself is what controls, the pro¬ 
tection in both instances being the same. 

The law itself points out the character of things to be regis¬ 
tered in the Patent Office. It saj^s those prints or labels 
“designed to be used for any other articles of manufacture.” 

What is meant by “designed?” 

Not that it was originated or invented for that purpose, if 
an arbitrary picture, for, if so, the applicant in this case is 
barred because we do not know who originated the picture in 
this case or what he intended it for. The applicant is not a 
person, but a corporation, and all that we know is that it 
calls the picture a label for music boxes. 

Not that the owner intends to handle it in trade at the same 
time with music boxes, for, if so, the law is an attempt to 
regulate trade and unconstitutional. 

It is submitted that “designed” has reference to the 
subject-matter of the thing itself. That subject-matter must 
show what it is intended for. If not, the law is regulating 
the use and not the thing itself—not a use which is estab¬ 
lished, but a mere alleged contemplated use. If it does by 
its intrinsic qualities indicate the article of manufacture, it 
may truly be said to be for that article. Wherever seen and 
in whatever way used, it brings that article to mind, and 
therefore the label law may properly give the owner the 
exclusive right to reproduce it without regard to what is 
done with the copies made. They are for that article wher¬ 
ever they are found and b}’^ whatever person made. 

In the case of Schumacher Schwencke, 25 F. R., 166, 
cited by the appellee below, the court made it clear that a 
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picture was registrable b}" the Librarian, although copies 
were used with' or upon an article of trade, notwithstanding 
the provision of the law that ‘‘no prints or labels designed to 
be used for anv other articles of manufacture shall be entered 
under the copyright law.’' 

.The prohibition did not appl}", because the intrinsic quali¬ 
ties of the picture did not make it a print or label for another 
article. The court said: 

'‘ The fact that copies may be utilized for advertising 
purpose does not change the chcnxicter of the original.” 

It is not mv contention and has not been the holding of the 
Patent Office that an artistic arbitraiT picture can not be used 
as a part of a registrable print or label in order to beautif}" it. 
The print or label ma}" include such a picture, for, as pointed 
out in Ex parte Mahn, 82 O. O., 1210, it may Include matter 
which constitutes trade-mark subject-matter. It is submitted, 
however, that it can not an a vdiole constitute only arbitraiy 
matter which as applied to goods means trade-mark matter. 
It must be looked at as an entiretv, and when so looked at it 
must have some reference to another article of manufacture. 

The purpose of Congress may be gathered from the fact, 
referred to l)y the court below in its opinion, that the word 
“label" was first used in the act of elulv 18, 1874. It did not 
appear in the old copyright law. 

The court below says that the words jirint and label 
mean the same thing in the law. If so, whv was the word 
Iain I added? If it was not to indicate something d{ferent^ it 
must have been to explain something already included. It 
must have been to indicate the kinds of prints which were 
intended to be covered by the act. A label under any known 
and accepted definition means something that describes 
another article. Bv using the alternative word label in refer- 
ring to the kind of prints which were to be registered in the 
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Patent Office, tlieiefore, Congress must have meant prints 
which indicate other articles of manufacture. This helps to 
show what Congress meant by “designed to be used for 
another article of manufacture.” 

If it has no reference to any other article, but possesses 
sufficient artistic merit to be entitled to copyright protection, 
it should be registered with the Librarian. The Commis¬ 
sioner is not denying to the applicant copyright protection 
by refusing to I’egister it as a print or label, as the court 
below seems to suppose. 

Why should not the picture presented in this case be reg¬ 
istered with the Librarian ? 

The fact that copies might be made a part of an advertis¬ 
ing picture or that the copies might be given away with 
music boxes would not render that registration invalid. What, 
then, would render the registration invalid? Nothing, unless 

m 

its sul)ject-matter did. The subject-matter is entirely arbi¬ 
trary and therefore it would seem that it should stand on the 
•* 

same footing as any arbitrary painting, photograph, engrav¬ 
ing, or work of art. 

CONCLUSION. 

It is submitted that the picture presented in this case is so 
obviously not a print or label for music boxes or any other 
article of manufacture that, even if this court could reach the 
conclusion that the Commissioner is not vested with discretion 
in regard to registration, it should, nevertheless, reverse the 
lower court. To register it as decided by the lower court 
would be to do a vain thing. 

The device is purely and simply an arbitrary picture, 
having no more reference to an article of manufacture than 
would a picture of the President or a picture of one of the 
members of this court. 


23012—03-3 




34 


■N 


As said bv Justice Cole in the ease of United States ex rel. 
•• 

Everson v. Young, Librarian of Congress (26 Washington 
Law Reporter, 546, decided April 12, 1898): 


"•So it seems to me that although it should be admit¬ 
ted that the act is mandatory, and that the Librarian of 
Congress has no discretion in relation to the matter of 
recording, yet if he declines to record a copyright, a 
party applying will not be entitled to a writ of man- 
da fnws requiring him to act unless it appears that the 
publication comes fairly, or might come fairly, within 
the purview of the copyright act. I have examined 
the authorities referred to by counsel upon that ques- 
tibn'^r j^e purpose of determining whether this pub- 
'-VRation dd&i^in fact come within that purview, and, 
without fefiteringj^into any discussion of the case, I 
think it is VeYJr clear that this proposed publication, 
which, as alread}^ stated, is only a book containing 
blank forms and does not contain a single English sen¬ 
tence—is not composition of any sort—does not come 
within the purview of the copyright law, and that if a 
should issue requiring the Libi’arian of Con¬ 
gress to record it under the copyright law, that act 
would be of no advantage whatever to the applicant 
for this writ. An}" court would adjudge that it was 
not protected by the copyright law at all. 


•• 8o, therefore, if a writ should issue in this case, it 
would be to require the Librarian of Congress to do a 
vain thing, which courts do not do in any proceeding, 
and much less on an application for rnandanncs,''^ 


It is submitted that the court below erred in granting the 
[)etition for a mandamus, and that its decision should be 
!*('versed. 

JOHN M. COIT, 

far the Vonmhmmta* (f PatenU, 
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